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Trademarks

• Distinctive mark, symbols, signs or logos that

help consumer to distinguish between

competing goods or services. Should not be

descriptive of the goods or services.

• A trade name is the name of an enterprise

which individualizes the enterprise in

consumer’s mind.

• In fact, linked in consumer’s mind to quality

expectation.
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Deciding on trademark/ 
logos

Things to consider when deciding on brand name/ trademark 
/logos -

➢ Trademark acts as unique source identifier; associates the product 
with the company in the minds of the customer 

➢ Consider mark that aligns with the business and legal requirement 

➢ Protectability and Enforcement of your trademark – Distinctive 
marks; the mark should be capable of being registered and enforced 

➢ Avoid descriptive and deceptive marks 

➢ Generate Investment and brand value 
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Strong trademark - why is it 
important

Trademark strength and why is it important?

The nature of a mark, particularly its relative strength or
weakness, will have a direct bearing on its performance in the
market and on its scope of legal protection. A “strong” mark is a
mark that is highly distinctive, thus immediately identifying the
owner as the source of the covered products or services. When a
mark is scarcely distinctive, then the mark is considered “weak.”
In general, the stronger a mark is, the easier it is for the mark to be
eligible for registration and to obtain protection from
unauthorized use and registration by others.

Source - https://www.inta.org/fact-sheets/trademark-strength/
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Hierarchy of trademarks 

➢ Fanciful or Coined marks –

➢Arbitrary marks –

➢ Suggestive marks -
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Hierarchy of trademarks 

➢Descriptive marks –

➢Descriptive marks which have acquired 

distinctiveness or acquired secondary meaning -

10/28/2022 (c) K&S Partners, 2019 6



Hierarchy of trademarks 

➢Generic marks –

➢Marks which died a generic death 
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Importance of Search & correct 
identification of goods / services 
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Importance of Search & correct 
identification of goods/ services 
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Trademark registrability 

• Grounds of Objection in most jurisdictions (India, 
USA, EU, China,)

➢Absolute Grounds  and Relative grounds 

➢Under Absolute Grounds –

➢Non-distinctiveness

➢Mark is merely descriptive 

➢Geographical names/ Geographically descriptive 

➢Primarily merely a surname

➢Discriminatory against any nationality, flag, emblem of 
a country, foreign nations

➢Contains Scandalous or immoral matters
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Some examples for marks refused 
under absolute grounds 

• Non-distinctive/ merely 
descriptive  marks which 
describes an ingredient, 
quality, characteristic, 
function, feature, purpose or 
use of the specified goods or 
services 

– CREAMY for yogurts,

– WORLD’S BEST 
BURGERS for burgers,  
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Some examples – China 

• Where the mark include the name of the state, which is 

prohibited under the law.

• If the name of the state is used in the trademark of a Chinese 

applicant but it is mutually independent from other 

distinguishable features and the name of the state only 

indicates the country of the applicant, it can be allowed
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Some examples – China 

• Marks with the name of a nation which defames or belittles such nation, 

such trademark shall be determined as with the nature of national 

discrimination.

• Marks only having direct representation of the function or use of designated 

goods
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EUIPO Registrability

• There is examination only on absolute grounds of refusal 

which includes amongst others –

– Non-distinctiveness

– Descriptive trademarks 

– Customary signs or indications 

– Contrary to public policy

– Conflict with GI, traditional terms of wines

• If an objection is raised it is difficult to overcome such 

objection in the EU. 
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Some examples in the EU for 

marks NOT accepted 

• Words like ECO denoting Ecological, GREEN denoting
Environmentally friendly, PRO for goods for professionals or
supporting something are NOT accepted

• Single letters like C for juices as it is taken to refer to Vitamin C
and NOT accepted

• Slogans like SAVE OUR EARTH NOW for Classes 3, 17, 18, 20,
22, 24, 25 and 28 NOT accepted

• Customary signs like which was applied for goods in class 25

• are NOT accepted
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Some examples for Accepted 

marks 

• Accepted Slogans –

• LOVE TO LOUNGE in class 25 

• Shapes unrelated to the goods themselves are accepted like 

registered in class 16 and 21. 
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Trademark registrability 

• Relative Grounds of refusal / Conflict objection  

– Should not be identical to an earlier mark, well-known trademark

– Should not cause Likelihood of Confusion 

• Likelihood of confusion can be caused by –

• Sound of the conflicting mark

• Appearance of the conflicting mark

• Meaning 

• Commercial impression

• Goods / services 

• The likelihood of confusion test is very high in the USA. 

• In China substantive examination will include examination on 
likelihood of confusion . 
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Some examples – India, USA

• Likelihood of confusion based on sound of the conflicting

mark i.e. phonetically similar although the spellings are

different

• Appearance of the conflicting marks, change in font or style

will not differentiate the marks
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Some examples

• Meaning - where the meaning of the marks are the same in 

different languages (Italian and English)

• Overall commercial impression of the marks are the same 
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Some examples

• Likelihood of confusion on the basic of Goods and services 
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Some examples in EU -

• In the EU an application is not examined on Relative grounds for 
Refusal, but an Opposition is filed on Relative Grounds for Refusal  
-

• Examples – MASSA vs. 

• Messi won the case. The Court held that the possible reputation of 
the person who is applying for his name to be registered as a trade 
mark is one of the relevant factors for the purposes of assessing the 
likelihood of confusion. The General Court did not therefore err in 
considering that Messi’s reputation constituted a relevant factor for 
the purposes of establishing a conceptual difference between the 
terms ‘messi’ and ‘massi’. 
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Some examples in China -
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Advertisement, Promotion 

Marketing 

• Use on website, products, services 

• Advertise and promote as registered

• Mark registered and mark used should not be different 

• In some jurisdictions continued use is required to be 

shown 

• In case there has been different variations of the mark, 

such variations should be protected through statutory 

protection

• Should indicate ® markings for registered marks 
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Examples 

• Labels and tags for the goods - A label or tag that is not shown 

physically attached to the goods may be accepted if it clearly shows the mark in 

actual use in commerce that includes informational matter that appears on a label in 

use in commerce such as net weight, volume, UPC bar codes, lists of contents or 

ingredients, or other information that is not part of the mark but provides 

information about the goods.
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Examples 

• Sales display where goods are sold

• Webpages selling the goods 

• Online advertising or printed 

matter showing a direct 

link association between

your trademark and

the services
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WELL-KNOWN 

TRADEMARKS 

117 marks recognized so far as well-known 
marks in India by the Trade Marks Registry 

The Benefit of Recognition:

• Protection in all classes
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Building on the Brand -

• Make accurate inventory of all trademarks 

➢Accurate ownership information

➢Status of each application

➢Status of each registration

➢Renewal in force

➢Common Law Protection –

➢track date of first use along with all supporting 
documents like invoices, promotional materials, third 
party publication

➢maintain accurate records 



Building on the brand 

➢ Word mark and Stylized mark protection e.g. 

➢ Stylized marks should be registered to ensure the maximum protection

➢ Review goods and services for registered marks 

➢ In case registered mark does not cover new businesses such goods / 

services need to be protected by filing fresh applications

➢ Similarly, if goods /services under registered mark are not used by the 

business such goods/services be deleted to prevent cancellation of 

registered marks 

➢ Less expensive than infringement actions 

https://i2.wp.com/www.ipwatchdog.com/wp-content/uploads/2018/11/the_logo_story_01122014_596x334.jpg


Building on the brand 

➢ Correct use of the Trademark and Registered Mark     

symbol 

➢correct use - DELL® MOUSE

➢Incorrect use – HP MOUSE®
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Building on the brand 

➢USE of trademark 

➢Goodwill and reputation; helps in enforcement;

➢Correct recordation of change in ownership 
➢ Change in ownership to be recorded in relevant IP offices

➢ Auditing licensing and royalty agreements to ensure that the 

rights have been correctly maintained and the revenues received

➢ Prioritizing IP rights and markets based on branding  /R&D 

strategy and future plans



Building on the brand – checks 

in place 

➢Foreign registrations – TM territorial in nature

➢Consider countries where brand owners may have

manufacturing, selling, exporting, importing, distributing,

licensing activities

➢ In many jurisdictions applications can be filed on proposed

to be used basis

➢Prevents fraudulent registrations
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Building on the brand –

checks in place

➢Enforce rights against unauthorized use – legal

notices; cautionary notices; litigations

➢Regular monitoring

➢Cost savings
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IP Protection Tips & Strategy

Preserve evidence of use of the mark in India and internationally

• record of successful actions taken

• record of past original advertisements of the mark

• original brochures relating to the product under the mark

• invoices properly identifying the mark

• letters of commendation, awards won, negatives of photographs

• certified legal proceedings extracts of the mark

• annual reports

• record of unsolicited media publicity

• sales and advertising figures relating to the product under the mark

Constant vigil

• keep a watch in the marketplace

• conduct market surveys on regular intervals

• avail trademark watch service agency services

• file oppositions

• Sending cease and desist notices

Periodic cautionary notices in leading newspapers

Register domain names with corresponding trademarks
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Q & A

Thank You
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