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WHAT IS PATENTABILITY

• Refers to the fundamental conditions that must be met for a

patent to be held valid.

• As patent laws are different in different countries, the

patentability criteria also vary from country to country.

• Invention must satisfy the requirements under the context of a

national or multinational body of law to be granted a patent.



 NOVELTY

 NON-OBVIOUSNESS 

 UTILITY

Novelty- requires an invention to be new and must not be known to 

anywhere in the world

Utility/Industrial application- Invention should be useful or has 

some industrial application

Non-obviousness or Inventive step- Invention should be different 

from what a common person can do

Non-exclusion by law- Invention should not have been excluded by 

law from the patentability list 

REQUIREMENTS FOR PATENTABIITY



A patentability assessment includes:

• a patent search, 

• a detailed analysis of the references uncovered and 

• a written report on patentability

Detailed Analysis involves consideration of what prior art

documents could be combined for obviousness

PATENTABILITY ASSESSMENT



WHY PATENTABILITY ASSESSMENT 

• Patentability assessment is basically evaluating the patentability 

criteria

• Patent application may be rejected for several unforeseen

reasons, therefore, it is important to conduct a patentability

assessment before filing a patent.

• Reduces the risk of rejection and saves money, effort and time

• Ensures that the patent will not be rejected because of

patentability criteria



The following points are examined while doing patentability

assessment

• An assessment of Novelty of the invention

• Assessment of the Inventiveness

• Assessment of Usefulness

• Assessing non-exclusion by law

• Analyse the prior art such as patents/articles published by other

parties which may challenge the invention’s patentability

COMPONENTS OF PATENTABILITY 

ASSESSMENT



• To study the gap between the invention and the prior art 

• An assessment of the prior art of the universe i.e. available

anywhere in the world

• Novelty is defined differently in the legal system of different

countries. eg. the US laws are not so strict on novelty

• Absolute novelty: invention should not have been known to the

public anywhere in the world, in any manner, immediately prior the

earliest patent application date (earliest priority date).

• Relative novelty: In the USA if the invention is published, the

inventor or his successor can still file a patent application within

one year of such publication

NOVELTY ASSESSMENT



Another form of relative novelty occurred in New Zealand and was

referred to as “Local novelty”.

Publication, use or sale within New Zealand only, was regarded as

novelty destroying i.e. if the invention was known anywhere else,

but not in New Zealand, it could still be patented in New Zealand.



 Evaluate if a person with average intelligence and skill in the art

could have discovered the invention

 Generally, patent examiner may cite multiple prior art documents

in combination against the application.

 None of these documents describe the entire proposed invention,

but the sum of the teachings of the documents will be assumed

as causing the proposed invention to be obvious

INVENTIVENESS ASSESSMENT



INVENTIVENESS ASSESSMENT

• Identification of the closest prior art/the most relevant prior art

• Determining whether or not the claimed invention is able to

address the problems in view of the closest prior art

• Examining whether or not the claimed solution to the technical

problem is obvious for the skilled person in view of the state of the

art in general

 If the skilled person have been prompted to modify the closest prior

art in such a way as to arrive at something falling within the terms of

the claims, then the invention does not involve an inventive step.



• Aim of the Patent law is to protect the “technical solutions to a

given problem” and not “abstract knowledge”.

• According to US law, the invention which do not lead to an

industrial product can also be patented, if it has some function

(“useful”) of benefiting the humanity.

• This concept of “usefulness” is broader than industrial applicability.

• However, the TRIPs agreement does not define the concept of

industrial applicability, Member countries have flexibility to assess

“industrial applicability” synonymous with “useful”.

INDUSTRIAL APPLICABILITY 

ASSESSMENT



• Done by looking at the list of categories, which are excluded from 

the patentability list 

• Different countries have different exclusions and lists may include

scientific discoveries, invention against human society etc.

• If the invention directly falls into any of those categories, then it is

disqualified.

NON-EXCLUSION ASSESSMENT



 Always good to have assessment done by an experienced

professional organization or by a patent attorney.

 But before outsourcing to external organization,

• Always carry out preliminary analysis/search by yourself

• Preliminary analysis always gives the basic knowledge and

confidence and reduces dependability

 Cost of a patentability assessment varies with the amount of

time spent searching, analyzing references, and preparing the

written report as well as the skill of the searcher and the patent

agent or patent lawyer providing the assessment

HOW TO DO A PATENTABILITY 

ASSESSMENT?





WHY WE SEARCH?

To retrieve information which is required to answer specific 

questions

HOW WE SEARCH?

WHAT WE SEARCH?

Identify Keywords or write the Key string  

Any document or information related to questions



WHY WE SEARCH 

PATENTS?



• Is a given invention (claimed in a patent application) patentable?

PATENTABILITY SEARCH

• Do the Intellectual Property rights of others infringe your product? 

FREEDOM-TO-OPERATE SEARCH

• Is a given patent valid?

VALIDITY/INVALIDITY SEARCH

• Which technologies exist in a given field of technology?

• Who is active in a given field of technology?

STATE-OF-THE ART SEARCH



PATENTABILITY SEARCH

 Also known as Novelty Search which helps to determine the

Novelty of the invention

 Done to identify Patents and Non-Patent literature 

 To find out if the similar or identical invention that has been

patented by someone else

 Recommended to be done before writing and filing patent

specification, hence known as Pre-application search
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 US Patent and TradeMark Office (USPTO)

URL: www.uspto.gov

 EPO-Espacenet

URL: www.ep.espacenet.com

 WIPO (World Intellectual Property Organization) Patentscope

URL: http://patentscope.wipo.int/search/en/search.jsf

 Patent Lens

URL: http://www.patentlens.net/patentlens/quick.html

 Free Patents online

URL: www.freepatentsonline.com

 Google Patents 

URL: http://www.google.com/?tbm=pts

Indian Patent Office 

URL:http://ipindiaservices.gov.in/patentsearch/search/index.aspx

http://www.uspto.gov/
http://www.ep.espacenet.com/
http://patentscope.wipo.int/search/en/search.jsf
http://www.patentlens.net/patentlens/quick.html
http://www.freepatentsonline.com/
http://www.google.com/?tbm=pts
http://ipindiaservices.gov.in/patentsearch/search/index.aspx


UNITED STATES PATENT TRADE MARK OFFICE  



UNITED STATES PATENT TRADE MARK OFFICE  



ESPACENET PATENT SEARCH 



ESPACENET PATENT SEARCH 



ESPACENET PATENT SEARCH 



ESPACENET PATENT SEARCH 



GLOBAL PATENT INDEX (GPI): THE 

EPO'S ADVANCED ONLINE PATENT 

SEARCH TOOL

What is in Global Patent Index

• Covers more than 80 million patents from the EPO’s worldwide 

patent data collection (over 90 patent granting authorities)

• Bibliographic data and abstracts

• Citation data

• Legal status and patent family data

• National and International patent classification data

• Customizable and downloadable search results

Two month free trial of GPI can be accessed by registering at www.epo.org/gpi

http://www.epo.org/gpi


WIPO PATENTSCOPE 



PATENT LENS 



PATENT LENS 



FREE PATENT ONLINE 



FREE PATENT ONLINE 



FREE PATENT ONLINE 



INDIAN PATENT OFFICE



INDIAN PATENT OFFICE









 For Chemical structure searches

• NCBI PubChem

• ChemSpider

• STN

 For Sequence search

• Patent Lens

• NCBI PubMed

• STN



SEQUENCE SEARCH FACILITY- PATENT LENS



CHEMICAL STRUCTURE SEARCH



SEQUENCE SEARCH



PAID PATENT DATABASES

• Thomson Innovation

URL: https://www.thomsoninnovation.com/login

• Questel Orbit

URL: www.orbit.com

• Delphion

URL: www.delphion.com

• STN

URL: www.stnweb.cas.org

https://www.thomsoninnovation.com/login
http://www.orbit.com/
http://www.delphion.com/
http://www.stnweb.cas.org/


THOMSON INNOVATION



QUESTEL ORBIT



NON-PATENT DATABASES

Google scholar                                                               

Scirus

DeLCON



CONCEPTS IN SEARCHING

What we 
search 

Any  Relevant 
Information

In any type and 
part of document

From 

any place

From 

any time period

Technology  
Information

Patent

Scientific and 
Technical 

information



 Scholarly publications:

• Handbooks, textbooks, encyclopaedias, journals, dissertations, 

conference proceedings, technical reports 

 Industry/trade publications

• Industry reviews, disclosure publications

 Newspapers

 Websites

•Technology blogs, researchers’ websites

SCIENTIFIC AND TECHNICAL INFORMATION



PROCESS OF PATENT SEARCH

Purpose of 

search

Scope of 

search

Data 

Extraction

Selection of 

keywords

Preparation 

of search 

queries

Searching 

and 

Reviewing



CREATING AND REFINING SEARCH QUERIES

1. TRUNCATION OR WILDCARD OPERATORS

Stands for an unspecified number of characters in a queries

Wildcard Meaning Use in Patent 

collections

Example

? (Question

Mark)

Represent to exactly 

one character

Left, right, and 

internal use 

supported

“t?re” will pick 

up “tyre” and 

“tire”)

* (Asterisk) Represent to unlimited 

number of characters 

Left and/or right, 

internal 

“File*” will pick 

up file or files 

etc.



2. PROXIMITY OPERATORS

Proximity operators search:

• Based on the distance by number of terms separating two keywords,

• Also find words in the same paragraph

Operators Meaning Example

SAME Terms must be in the same 

paragraph, in any order

Flame SAME Resistant

ADJ Terms should be next to each 

other and in the same order 

Flame ADJ Resistant

NEAR Terms should be next to each 

other and in any order

Flame NEAR Resistant











3. BOOLEAN OPERATORS 

Major Boolean operators are AND, NOT, and OR

Operators Meaning Example

AND

(to narrow down a search by 

combining search terms )

Two term must 

exist 

Nylon AND 

rayon

OR

(to increase the chances of 

finding results)

Any one term or 

two terms must 

exist

Nylon OR rayon

NOT

(to exclude irrelevant patents 

from a search)

A term following 

“NOT” must be

excluded

Nylon NOT 

rayon



DIFFERENCE BETWEEN A PATENT SEARCH 

AND A PATENTABILITY ASSESSMENT

• A patent search is only the first step in a patentability assessment

• Include search for relevant prior art documents without an analysis

of references or written report on patentability

• A patentability assessment includes a patent search, a detailed

analysis of the references uncovered and a written report and

opinion on patentability



 Patentability assessment is extremely important before filing a 

patent application.

 By doing a patentability assessment the inventors can:

• Determine whether the invention is patentable or not

• If the invention is non-patentable, substantial cost, effort and 

time can be avoided 

• Inventors can get the knowledge of similar inventions in the 

field 

• Inventors can modify their ideas to suit the patentability 

criteria 

CONCLUSION




