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Typical Tech Transfer Agreements

• Non-Disclosure Agreement (NDA)

• Materials Transfer Agreement (MTA)

• Option Agreement

• License Agreement

• Assignment

• Joint Invention Administration Agreement (JIAA)

• Research and Option Agreement

• Sponsored Research Agreement (SRA) 
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Ownership within Organizations

• NDA with R & D staff

• Signing of confidentiality agreements from students/contract 
researchers

• Rights generally rests with the parent /funding organizations 

• Options of Waiver



MoU
• Each party bearing its own research costs 

(academic research )

• Parties sharing costs/resources

– Parties receiving funds from national funding 
agencies(Government bilateral programs)



Broad Structure of MoU

• Scope of work to be conducted

• Management and staffing of the research project

• Schedules and deliverables

• Publication of the research results

• Care of data and confidential information exchanged during the 
research

• Transfer of materials among the collaborating organizations

• Agreement to formalize an agreement about administration of 
IP out of the collaborative research.

• Compliance with export control and other laws and regulations

• Rights and procedures to terminate the project

• Taxes, insurance, warranties, liability, governing law, and other 
items necessary for contracts 



License Agreement

• Technology licensed to a company for product 
development and sale

• Licensing rights are either exclusive or non-
exclusive

• Paybacks include upfront fee, annual 
minimum royalty, running royalty on net sales, 
equity, milestone payments  
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IP related clauses - Licenses

• Exclusive or Non-Exclusive Rights

– Limited by geography, application

• Patent Prosecution

– Research institute prosecutes patent applications

– Licensee pays for patent expenses

• Patent Infringement

– Licensee is responsible for suing infringers

– Research institute gets a share of any damages
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Assignment vs. License

Assignment

• Change in ownership of patent

• Cannot be terminated by notice; the 
new owner needs to sign off on a legal 
document to return the rights to the 
original owner

• Upon commercialization, the original 
owner may not receive 
credit/recognition

• In the USA, assignment is not 
applicable to government funded 
inventions; however,  in India, 
assignment is practised 

• No obligation to develop technology or 
launch product 

License

• No change in ownership of patent

• Can be terminated by providing notice

• Upon commercialization, the licensor 
receives recognition

• Can be practised freely in India and the 
USA

• Licensee is obligated to develop the 
technology and launch a product



Sponsored Research Agreement

• Research is sponsored by company at a university or 
research institute

• The scope of the project and deliverables are well 
defined 

• The sponsor is granted the first right of refusal on 
any new inventions created during the course of the 
project

• The university or the research institute retains the 
right to publish and file patent applications, while 
keeping the sponsor in the loop 
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IP clauses - SRA
• Disclosures

– Reporting disclosures and election to manage IP

– Confidentiality

• Ownership

– Solo IP

– Joint IP

– Background IP

– Project IP

– Tangible Research Property (TRP)

– Knowhow
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Sample Clauses
DEFINITIONS 

• 1.Background means all confidential information and 
intellectual property rights owned by a Party other than 
Foreground and contributed to the collaborative project 
hereof. A list of the Parties’ background is provided in 
annex […] to this agreement; 

• 2.Foreground means any inventions, improvements and 
other innovations relating to [a subject matter], developed 
by either Party in connection with the collaboration 
project hereof and all confidential information and 
intellectual property rights therein. 



• Patent prosecution
– Administration

– Filing and Expenses

• License rights
– Right of First Refusal

– Assignment

• Copyright
– Right of first refusal

– Ownership

– License rights

IP related clauses – SRA 
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OWNERSHIP OF INTELLECTUAL PROPERTY RIGHTS 

• 1.Each Party retains exclusive property of its background. 

• 2.The modifications to or derivative works of the Parties’ 
background shall be the sole property of the contributing 
party. 

• 3.Foreground developed in connection with the 
collaboration project hereof shall be jointly owned in 
equal shares by Parties. 

• [sample clauses] 



Joint Invention: Clauses
• Declaration of all the back ground IP by both the 

parties

• Scope of the project/research work covered under 
agreement

• Patent Prosecution

• Prosecution Cost sharing

• Know-how rights

• Confidentiality

• Publication rights

• Lead for commercialization

• Benefit/Reward sharing between collaborative 
organizations



Check list

• Assignment of shares

• Conditions of use

• Condition of exploitation

• IP protection and maintenance

• IP monitoring and infringement

• Governing law and jurisdictions








